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DETAILED ACTION 

1. Claims 13-41 are presented for examination. 

Continued Examination Under 37 CFR LI 14 

2. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 6/26/2006 has been entered. 

Allowable Subject Matter 

3. Claims 30-31 and 35-36 are allowed. Reason of allowance can be found in previous 
office action. 

Priority 

4. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

5. The effective filing date for the subject matter defined in the pending claims which have 
support in parent JP 1 1-32141 1 in this application is 1 1/1 1/1999. Any new subject mater defined 
in the claims not previously disclosed in parent JP 1 1-32141 1, is entitled to the effective filing 
date of 07/1 8/2000. 
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6. Should applicant desire to obtain the benefit of foreign priority under 35 U.S.C. 1 19(a)- 
(d) prior to declaration of an interference, a translation of the foreign application should be 
submitted under 37 CFR 1 .55 in reply to this action. 

7. As stated in previous office action and also in paragraphs 3-4, the effective filing date for 
the subject matter defined in the pending claims which has support in parent JP 1 1-32141 1 in this 
application is 1 1/1 1/1999. Any new subject mater defined in the claims not previously disclosed 
in parent JP 1 1-32141 1, is entitled to the effective filing date of 07/18/2000. Should applicant 
desire to obtain the benefit of foreign priority under 35 U.S.C. 1 19(a)-(d) prior to declaration of 
an interference, a translation of the foreign application should be submitted under 37 CFR 1.55. 
Applicant cannot rely upon the foreign priority papers to overcome this rejection because a 
translation of said papers has not been made of record in accordance with 37 CFR 1.55. See 
MPEP § 201.15. Since the applicant decline to provide translation of the foreign priority paper 
as evidence in proving support of subject matter claimed in foreign application, the subject 
matter claimed in this application is only entitled to the effective filing date of 7/18/2000 until 
proven. Therefore, Iwazaki is a valid reference. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 13-15, 20-22, 27 and 40 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Toyoda et al (Toyoda), US 5,812,278, in view of Paul, US 5,999,932. 



10. Toyoda was cited in the previous office action. 

11. As per claim 13, Toyoda taught the invention substantially as claimed including an image 
receiving apparatus comprising: 

a. A transmitter configured to transmit an e-mail with data attached, via a computer 
network (col.3, lines 20-23, col. 15, lines 8-19); 

b. A receiver configured to receive an e-mail with data attached, via a computer 
network (col.3, lines 20-23); 

c. A controller configured to convert the attached data into image data (col.l, lines 
42-61, col.7, lines 59-63, col.l5, lines 30-37); 

d. The controller further being configured to judge whether or not the received e- 
mail is includes a predetermined character string, the e-mail being related to an e- 
mail transmitted by the image receiving apparatus based on whether or not a 
header of the received e-mail includes a predetermined character string, and 
judged that the header of the received e-mail includes the predetermined character 
string or not (col.27, lines 50-56). 
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12. Toyoda did not specifically teach to draw conclusion that the e-mail is an error mail if the 
header of the received e-mail is judged to include the predetermined character string, the 
predetermined character string being related to a sender of the error mail. Paul taught to 
determine and filter error e-mail (unsolicited e-mail) by comparing the e-mail addresses to a list 
of blocked sender e-mail addresses (col.l, lines 43-49). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to combine the teachings of Toyoda 
and Paul because Paul's teaching of to compare sender e-mails with a block list enables 
Toyoda' s apparatus to determine and filter error mails by checking e-mail headers. 

13. As per claim 14, Toyoda and Paul taught the invention substantially as claimed in claim 

13. Toyoda further taught the image receiving apparatus further comprise a printer configured to 
print the image data, wherein the controller, when an error mail is detected, abstracts 
predetermined information fi:om the e-mail, and converts the abstracted predetermined 
information into image data, and the printer prints the converted image data (col.l, lines 43-61, 
col. 19, lines 24-50, col.20, lines 3-52). 

14. As per claim 15, Toyoda and Paul taught the invention substantially as claimed in claim 
13. Toyoda further taught the image receiving apparatus to fiirther comprise a printer configured 
to print image data, where in the controller, when an error mail is detected, abstracts 
predetermined information from the e-mail, edits the abstracted predetermined information, and 
converts the edited information into image data, and the printer prints the converted image data 
(col.l, lines 43-61, col.l9, lines 24-50, 57-61, col.20, lines 3-52). 



Application/Control Number: 09/618,716 
Art Unit: 2152 



Page 6 



15. As per claims 20-22, the method corresponds directly to the image receiving apparatus of 
claims 13-15, and thus these claims are rejected with the same rationale. 

16. As per claim 37, Toyoda and Paul taught the invention substantially as claimed in claim 
13. Toyoda further taught that the transmitter transmits the e-mail with data attached via a server 
(POP server 16, col. 10, lines 46-52), and the predetermined character is set in the header of the 
received e-mail by the server (POP server automatically insert sender address in the sender field 
of the header). 

17. As per claim 40, Toyoda and Paul taught the invention substantially as claimed in claim 
13. Paul further taught the controller being configured to compare a character string in the 
header with a list of character strings to determine if the character string in the header is the 
predetermined character string (block list, col.l, lines 43-49). 

18. Claims 16-19, 23-27, 32, 38-3,9 and 41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Toyoda et al (Toyoda), US 5,812,278, in view of Paul, US 5,999,932, Praitis 
et al (Praitis), US 6,594,697 and Mori, US 6,4 1 7,930. 



19. 



Praitis and Mori were cited in the previous office action. 
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20. As per claims 16, Toyoda taught the invention substantially as claimed including an 
image receiving apparatus receiving an e-mail, the e-mail including a header and a body, the 
body including a message, the message including an image data part (figs. 6-7), the image 
receiving apparatus comprising: 

a. A transmitter configured to transmit an e-mail with data attached, via a computer 
network (col. 3, lines 20-23, col.l5, lines 8-19); 

b. A receiver configured to receive an e-mail with data attached, via a computer 
network (col.3, lines 20-23); 

c. A controller configured to convert the attached data to image data (col. 1 , lines 42- 
61, col. 7, lines 59-63, col. 15, lines 30-37); and 

d. The controller fiirther being configured to search for a predetermined information, 
the e-mail being related to an e-mail transmitted by the image receiving apparatus 
(col.27, lines 50-56). 

21 . Toyoda did not expressly teach for a predetermined image data fixed code in the image 
data part of the e-mail of the body of e-mail and to judge that the received e-mail is an error mail 
when the predetermined image data fixed code is detected. Paul taught to determine error e-mail 
by comparing the e-mail message in the body of the e-mail with stored data (col.4, lines 12-24). 
It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to combine the teachings of Toyoda and Paul because Paul's teaching of to compare e-mails 
messages content with stored data enables Toyoda' s apparatus to determine error mails by 
checking e-mail message in the e-mail body. Praitis taught a controller for searching a 
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predetermined data code in the data part of the electronic message and to judge that the received 
message is an error message, the electronic message being related to a message request 
transmitted by the receiving apparatus, when the predetermined data code is detected (abstract, 
figs. 2-3, 5-7, col. 9, lines 10-22, 34-51). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify the apparatus of Toyoda and Paul with the 
teachings of Praitis to include the searching of data code in an electronic message structure in 
order to provide a more efficient method of identify the related error since the server often create 
a returned message response having error information in the header and in the body of the 
message (Praitis, col. 9, lines 18-22). Toyoda, Paul and Praitis did not expressly teach a 
multi/part structure electronic message having a predetermined data fixed code. Mori taught a 
network facsimile apparatus having a receiver configured to receive e-mails and a controller fro 
searching a predetermined image data fixed code [boundary code] in the image data part of the e- 
mail when the receiving e-mail is a multi-part structure (figs. 5, 7 lOAA, col.l 1, lines 25-34, 
col. 13, lines 40-57). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the combined apparatus of Toyoda, Paul and Praitis with the 
teachings of Mori to include the searching of image data fixed code in a multi-part mail structure 
in order to provide a more accurate method of identified error mail since header information are 
trivial to fake or unavailable and image data fixed code is often present in multi-part mail 
structure (Mori, figs. 5, 7). 

22. As per claim 17, Toyoda, Paul, Praitis and Mori taught the invention substantially as 
claimed in claim 16. Mori further taught the controller to search for the predetermined image 
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data fixed code in the whole received e-mail when the received e-mail is a single-part structure, 
and judges that the received e-mail when the received e-mail is a single-part structure, and judges 
that the received e-mail is an error mail when the predetermined image data fixed code is 
detected (fig.7, col.l 1, lines 25-34, col. 13, lines 40-57). 

23. As per claim 18, Toyoda, Paul, Praitis and Mori taught the invention substantially as 
claimed in claim 17. Toyoda further taught a printer configured to printer image data, wherein 
the controller, when a error mail is detected, abstracts predetermined information fi^om the e- 
mail, and converts the abstracted predetermined information into image data, and the printer 
prints the converted image data (col.l, lines 43-61, col. 19, lines 24-50, col. 20, lines 3-52). 

24. As per claim 19, Toyoda, Paul, Praitis and Mori taught the invention substantially as 
claimed in claim 17. Toyoda further taught a printer configured to print image data, wherein the 
controller, when an error mail is detected, abstracts predetermined information from the e-mail, 
edits the abstracted predetermined information, and converts the edited information into image 
data, and the printer prints the converted predetermined image data (col.l, lines 43-61, col. 19, 
lines 24-50, lines 57-61, col.20, lines 3-52). 

25. As per claim 23-26, the method corresponds directly to the image receiving apparatus of 
claims 16-19, and thus these claims are rejected under the same rationale. 
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26. As per claim 27, the apparatus corresponds to the image receiving method of claims 16 
and 23, and thus is rejected under the same rationale. 

27. As per claim 32, the method corresponds directly to the image communication apparatus 
of claim 27, and thus is rejected under the same rationale. 

28. As per claim 38, Toyoda, Paul, Praitis and Mori taught the invention substantially as 
claimed in claim 16. Toyoda further taught that the predetermined image data fixed code is set 
in the image data part of the body of the e-mail by the image communication apparatus (attached, 
col.15, lines 8-19). 

29. As per claim 39, Toyoda, Paul, Praitis and Mori taught the invention substantially as 
claimed in claim 27. Toyoda further taught the transmitter transmits the e-mail to w^hich data is 
attached, via the server (POP server 16, col. 10, lines 46-52), a predetermined header fixed 
message being set in a header of the transmitted e-mail by the image communication apparatus 
(col.27, lines 50-56). 

30. As per claim 41 , Toyoda, Paul, Praitis and Mori taught the invention substantially as 
claimed in claim 16. Paul further taught the controller being configured to compare an image 
data fixed code in the image data part of the body of the e-mail with a stored list of image data 
fixed codes to determine whether the image data fixed code in the image data part is the 
predetermined image data code (stored data, col.4, lines 12-24). 
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31. Claims 28-29 and 33-34 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Toyoda, Paul, Praitis and Mori as applied to claims 27 and 32 above, and further in view of 
Iwazaki, US 6,687,742. 

32. Iwazaki was cited in the previous office action. 

33. As per claim 28, Toyoda, Paul, Praitis and Mori taught the invention substantially as 
claimed in claim 27. Toyoda, Paul, Praitis and Mori did not expressly teach the predetermined 
header fixed message comprises [X:mailer:] field. Mori suggested exploration of art and/or 
provided a reason to modify the image, receiving apparatus with other header fields (fig.7, col.7, 
lines 50-62, col.l 1, lines 25-34, col.l9, lines 30-35). Iwazaki taught a predetermined header 
fixed message to comprise [X:mailer:] field (fig.5, col.6, lines 28-38, col.7, lines 27-50), It 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify the combined apparatus of Toyoda, Paul, Praitis, and Mori to include the [X:mailer:] 
field in header parsing feature since it would be preferable to include all identification data 
needed to determine the status of incoming mail. Most users preferred to implement header 
parsing based upon additional list categories, such as the "TO", "FROM", "MESSAGE-ID", 
"CONTENT-TYPE" e-mail headers as well as other headers (Mori, col.7, lines 57-62, col. 13, 
lines 40-57). 
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34. As per claim 29, Toyoda, Paul, Praitis and Mori taught the invention substantially as 
claimed in claim 27. Toyoda, Paul, Praitis and Mori did not expressly teach the predetermined 
image data fixed code comprises SUqk. Iwazaki taught the predetermined image data fixed code 
to comprises SUqk (fig. 9). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the combined apparatus of Toyoda, Paul, Praitis, and 
Mori to include the SUqk fixed code as a type of encoding method to encode the image message. 

35. As per claims 33-34, the method corresponds directly to the image receiving apparatus of 
claims 29-29, and thus are rejected under the same rationale. 

Response to Arguments 

36. Applicant's arguments with respect to claims 1-41 have been considered but are moot in 
view of the new ground(s) of rejection. 

Conclusion 

37. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Greenstein, US 6,266,692. 
Dieterman, US 6,393,464. 
Aronson et al, US 6,654,787. 
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38. A shortened statutory period for reply to this Office action is set to expire THREE 
MONTHS from the mailing date of this action. 

39. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kenny Lin whose telephone number is (571) 272-3968. The 
examiner can normally be reached on 8 AM to 5 PM Tue.-Fri. and every other Monday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bunjob Jaroenchonv^anit can be reached on (571) 272-3913. The fax phone number 
for the organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubUshed applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

ksl 

October 3, 2006 




